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Art Unit: 2135 

DETAILED ACTION 

1. Applicant elected species 1, claims 1-13, 14-16, 20-30 and 73 with 
traverse in response filed on April 20, 2007. Claims 31-36, 38-54, 67-70, 74-125 are 
withdrawn from further consideration as being non-elected claims. 

Applicant's election with traverse of species 1, claims 1-13, 14-16, 20-30 and 73 
in the reply filed on April 20, 2007 is acknowledged. The traversal is on the grounds 
that a search and examination of the entire application using electronic searching would 
not place a serious burden on the Examiner, whereas it would clearly be burdensome 
on Applicants to be reguired to file, prosecute and maintain separate applications and 
patents . This is not found persuasive because this application contains claims directed 
to the following patentably distinct species: 

Species 1: Figures 11 associate with claims 1-13, 14-16, 20-30, 73. 
Species 2: Figure 5 associates with 31 . 

Species 3: Figure 3 associates with claims 32-35, 97-98, 100-125. 

Species 4: Figure 1 associates with claims 38-46, 70, 74-96. 

Species 5: Figures 8 & 9 associate with claims 47-54. 

The species are independent or distinct because each of the various ! - 
disclosed species details a mutual exclusive characteristic of: a rfr „. 

Species 1: A method and an arrangement of watermarking and v ' - " • 
transferring watermarked material in a system including transaction server, first and 
second clients, a first apparatus for applying a perceptible watermark to the material and 
a second apparatus for removing the watermark. 

Species 2: A camera comprising an information material processing 
apparatus, a data generation processor, a recording apparatus, and a data processor. 

Species 3: A method and an arrangement of watermarking and 
transferring watermarked material in a system including one or more processors. 

Species 4: A method and an arrangement of watermarking and 
transferring watermarked material in a system including a transaction server, a first client 
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for applying a perceptible watermark to the material, and a second client for removing the 
watermark. 

Species 5: A server comprising a first mechanism configured to receive 
and store data identifying watermarked material, a second mechanism configured to 
receive identifying data, a third mechanism configured to monitor, and a forth 
mechanism configured to provide the removal data. 

The requirement is still deemed proper and is therefore made FINAL. 

2. Applicant's response filed on December 6, 2006 has been carefully 
considered. 



Claim Objections 



3. Claim 14 is objected to because of the following informalities: 

. tt Claim contain the following: 

each or fr:e vorr • "• . • - ... - .. . - <^ol u*: ■ ■■• 

f - ". . .transferring fromr the transaction server to the first apparatus (i) data ' ^ 
for creating a watermark, the creating data including (a) data defining an invertible 
algorithm and (b) data for creating at least one security key associated with the 
algorithm, and (ii) data for creating a material identifier; using said first apparatus to 
apply a material identifier to the material and to apply a perceptible watermark to the 
material in accordance with the invertible algorithm, wherein the perceptible watermark 
is applied to the material as part of a compression of the material, and the invertible 
algorithm provides a perceivable impairment to the material; transferring from the first 
client to the transaction server said material identifier and data for inverting the 
algorithm including said at least one key; transferring the watermarked material to the 
second client : deriving said material identifier from the material; transferring the 



Application/Control Number: 10/006,481 Page 4 

Art Unit: 2135 

v 

identifier from the second client to the transaction server; subject to predetermined 
conditions being satisfied, transferring from the transaction server to the second 
apparatus watermark removal data associated with said material identifier...". The 
terms used in the claim: "the transaction server, "the first client", "the second client", 
"the first apparatus", and the "the second apparatus" are not defined when they are 
referred to. 

Appropriate correction is required. 



Claim Rejections - 35 USC § 103 



4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such ;that the subject matter as a whole would have been obvious at the time ,the 
■ v invention was made to a persoh .havirig ordinary skill in the art to which- said subject matter pertains 
Patentability shall not be negatived by the manner in which the invention was made. ' s, » f e:V.:;'. 

5. Claims 1-16, 20-25, 29-30, 73 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Yoshiura et al. (U.S. Patent No. 6,131,162) in view of 
Musgrave (U.S. Patent No. 6,208,746 B1), and further in view of Milsted et al. (U.S. 
Patent No. 6,345,256 B1). 

Referring to claims 1 . 20. 73 : 

i. Yoshiura etal. teach: 

A method of watermarking and transferring watermarked material in 
a system comprising a server, first and second clients (see figure 14, elements 1120, 
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1110, 1100 of Yoshiura et al.), a apparatus for applying a watermark to the material 
(see column 9, lines 25-27 of Yoshiura et al.) and a apparatus for removing the 
watermark (see column 9, lines 32-34 of Yoshiura et al.), the method comprising the 
steps of: 

Transferring data from the server to the apparatus for creating 
watermark, the creating data including data defining an invertible algorithm and data for 
creating at least one security key associated with the algorithm (see column 6, lines 9- 
19 of Yoshiura et al.), and data for creating a material identifier (see column 3, lines 18- 
22 of Yoshiura etal.); 

Using the apparatus to apply a material identifier to the material 
and applying a watermark to the material (see column 3, lines 13-15 of Yoshiura et al:); 

Transferring the material identifier from the client to the server (see 
figure 14, element 1611 of Yoshiura etal.); 

Transferring the watermarked material (see column 23, lines 8-14 

of Yoshiura et al.); 

Deriving the material identifier from the watermarked material (see 
column 23, lines 1 6-20 of Yoshiura et al.); 

• — • Transferring the material identifier to the server (see column 23, "fr/iru 
wu.i.y,;::; ^{jftes 1 6-20 bf Yoshiura 6t at);: : \?s£rt J .!%^^ '■ K » r ' * ''^-^-r ?> 

Subject to . predetermined conditions being satisfied, transferring the 
watermark removal data to the watermark removal apparatus to remove the watermark 
from the material (see column 28, lines 29-45 of Yoshiura et al.). 

However, Yoshiura et al. do not specifically mention applying a 
perceptible watermark to the material, in accordance with an invertible algorithm, the 
perceptible watermark being applied to the material as part of a compression of the 
material, the invertible algorithm providing a perceivable impairment to the material. 

Also, Yoshiura et al. do not specifically mention the security key 
which is associated with the invertible algorithm, neither do Yoshiura et al. specifically 
mention the material identifier. 
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ii. Musgrave teaches a biometric watermark system wherein 
Musgrave discloses applying a perceptible watermark to the material (see column 4, 
lines 66-67; and column 5, lines 1-10 of Musgrave), in accordance with an invertible 
algorithm (see column 3, lines 50-60 of Musgrave), the perceptible watermark being 
applied to the material as part of a compression of the material (see column 3, lines 40- 
49 of Musgrave), the invertible algorithm providing a perceivable impairment to the 
material (see column 4, lines 66-67; and column 5, lines 1-10 of Musgrave). 

Milsted et al. disclose a method to package digital content for 
electronic distribution using the identity of the source content, wherein Milsted et al. 
disclose the security key and the associated invertible algorithm (see column 24, lines 
16-20 of Milsted et al.), and the material identifier (see abstract of Milsted et al.). 

iii. It would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teaching of Musgrave into the system 
of Yoshiura et al. to apply a perceptible watermark to the material, in accordance with 
an invertible algorithm, the perceptible watermark being applied to the material as part 
of a compression of the material, the invertible algorithm providing a perceivable 
impairment to the material. 

. It would* have been obviqus'-to a person of ordinary skill in the art .at . . ■ it w<x 
- the- time^the 'inVentibn':w^scm'ade';>to ..qpi^birie- th;^* ^teaching of Milsted et' f al: Mntb^the ^ - "^v* 
system of Yoshiura et al. to use, a security keyr which is associated with the invertible ' 
algorithm, and use the material identifier. 

iv. The ordinary skilled person would have been motivated to have 
applied the teaching of Musgrave into the system of Yoshiura et al. to apply a 
perceptible watermark to the material, in accordance with an invertible algorithm, the 
perceptible watermark being applied to the material as part of a compression of the 
material, the invertible algorithm providing a perceivable impairment to the material, 
because Musgrave's teaching not only protects licensing and royalty payments 
associated with information, such as software and music, but also ensures that the 
products are delivered to and used only by the individual authorized to receive and use 
the information (see column 5, lines 14-18 of Musgrave). 
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The ordinary skilled person would have been motivated to have 
applied the teaching of Milsted et al. into the system of Yoshiura et al. to use a security 
key which is associated with the invertible algorithm, because the security key can be 
used to enhance the security, so that only the End-User Player Application 195 that is 
knowledgeable of the embedding algorithm and the associated scrambling key is able to 
read or modify the embedded data (see column 24, lines 16-20 of Milsted et aL). 

The ordinary skilled person would have been motivated to have 
applied the teaching of Milsted et al. into the system of Yoshiura et al. to use the 
material identifier, because the material identifier facilitates identifying a material (see 
abstract of Milsted et al.). 
Referring to claim 2: 

Yoshiura et al., Musgrave and Milsted et al. teach the claimed subject 
matter: a method of watermarking and transferring watermarked material (see claim 1 
above). Yoshiura et al. further disclose that the data is compressed (see column 3, 
lines 2-4 of Yoshiura et al.). 
Referring to claims 3-4: 

Yoshiura et al., Musgrave and Milsted et al. teach the claimed subject 
matter: a method, of watermarking and tra material (see claim 1 

*ab'ove)^ Y^ for the watermark^cari vbeft 

provided by the server (see* column 28, lines 29-45 of<Yoshiura- i etal.). 
Referring to claims 5-7, 9: 

Yoshiura et al., Musgrave and Milsted et al. teach the claimed subject 
matter: a method of watermarking and transferring watermarked material (see claim 1 
above). Yoshiura et al. further disclose using a data carrier to carry out the 
watermarking functionalities (see column 14, lines 55-61 of Yoshiura et al.). 
Referring to claim 8 : 

Yoshiura et al., Musgrave and Milsted et al. teach the claimed subject 
matter: a method of watermarking and transferring watermarked material (see claim 1 
above). Milsted et al. disclose the metadata (see column 60, lines 47 of Milsted et al.). 
Referring to claims 10-12: 



Application/Control Number: 10/006,481 
Art Unit: 2135 



Page 8 



Yoshiura et al., Musgrave and Milsted et al. teach the claimed subject 
matter: a method of watermarking and transferring watermarked material (see claim 1 
above). Yoshiura et al. further disclose that the system may be used in seller and buyer 
mode in electronic commerce wherein conditions of sale apply (see column 15, lines 26- 
31 of Yoshiura etal.). 

Referring to claim 13: 

Yoshiura et al., Musgrave and Milsted et al. teach the claimed subject 
matter: a method of watermarking and transferring watermarked material (see claim 1 
above). Yoshiura et al. further disclose using a recording medium (see column 9, lines 
48-50 of Yoshiura et al.). 

Referring to claim 14: 

i. Yoshiura et al. teach: 

A data carrier wherein data is stored for creating a watermark, so 
that upon receiving an encrypted content, the data carrier will embed a digital 
watermark to the content (see column 14, lines 55-61 of Yoshiura et al.). 

However, Yoshiura et al. do not specifically mention applying a 
perceptible watermark to the material, in accordance with an invertible algorithm, the 
perceptible watermark .being, applied totthe material as- part of a compression of the 
~ :%?<-- material, •the4nvertible;algorithm providing-a^perceivable ^impairmeht.to the material' ^^aS&i^ 

Also, Yoshiura- et al. - do . not specifically mention the security key 
which is associated with the invertible algorithm, neither do Yoshiura et al. specifically 
mention the material identifier. 

ii. Musgrave teaches a biometric watermark system wherein 
Musgrave discloses applying a perceptible watermark to the material (see column 4, 
lines 66-67; and column 5, lines 1-10 of Musgrave), in accordance with an invertible 
algorithm (see column 3, lines 50-60 of Musgrave), the perceptible watermark being 
applied to the material as part of a compression of the material (see column 3, lines 40- 
49 of Musgrave), the invertible algorithm providing a perceivable impairment to the 
material (see column 4, lines 66-67; and column 5, lines 1-10 of Musgrave). 
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Milsted et al. disclose a method to package digital content for 
electronic distribution using the identity of the source content, wherein Milsted et al. 
disclose the security key and the associated invertible algorithm (see column 24, lines 
16-20 of Milsted et al.), and the material identifier (see abstract of Milsted et al.). 

iii. It would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teaching of Musgrave into the system 
of Yoshiura et al. to apply a perceptible watermark to the material, in accordance with 
an invertible algorithm, the perceptible watermark being applied to the material as part 
of a compression of the material, the invertible algorithm providing a perceivable 
impairment to the material, and use the material identifier. 

It would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teaching of Milsted et al. into the 
system of Yoshiura et al. to use a security key which is associated with the invertible 
algorithm. 

iv. The ordinary skilled person would have been motivated to have 
applied the teaching of Musgrave into the system of Yoshiura et al. to apply a 
perceptible watermark to the material, in accordance with an invertible algorithm, the 
perceptible watermark being appliedrto ^the'Vmaterial as part of a^compression of the 
material, the invertible^ the material, ' ' ****** 

r v ' because Musgrave's teaching hot only- protects,, licensing « and royalty payments 
associated with information, such as software and music, but also ensures that the 
products are delivered to and used only by the individual authorized to receive and use 
the information (see column 5, lines 14-18 of Musgrave). 

The ordinary skilled person would have been motivated to have 
applied the teaching of Milsted et al. into the system of Yoshiura et al. to use a security 
key which is associated with the invertible algorithm, because the security key can be 
used to enhance the security, so that only the End-User Player Application 195 that is 
knowledgeable of the embedding algorithm and the associated scrambling key is able to 
read or modify the embedded data (see column 24, lines 16-20 of Milsted et al.). 
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The ordinary skilled person would have been motivated to have 
applied the teaching of Milsted et al. into the system of Yoshiura et al. to use the 
material identifier, because the material identifier facilitates identifying a material (see 
abstract of Milsted et al.). 

Referring to claims 15-16: 

Yoshiura et al., Musgrave and Milsted et al. teach the claimed subject 
matter: using a data carrier to create the watermark (see claim 14 above). Yoshiura et 
al. further disclose that the data carrier is a smart card (see column 14, lines 55-61 of 
Yoshiura et al.). 

Referring to claims 21-24 : 

Yoshiura et al., Musgrave and Milsted et al. teach the claimed subject 
matter: a system of watermarking and transferring watermarked material (see claim 20 
above). Yoshiura et al. further disclose that the content may contain different types of 
data, such as text data, drawing data, audio data, or video data (see column 11, lines 
45-48 of Yoshiura et al.). 

Referring to claim 25 : 

Yoshiura et al., Musgrave and Milsted et al. teach the claimed subject 
. matter: a system of watermarking and. transferring watermarked material .(see claim 20 
-above). Ypsjiiuraet aipftirther^iselbser;': -v*^^ 

An information material processing- apparatus operable to receive signals 
representative of information material, and to adapt said signals to the effect of 
introducing a reversible modification material in accordance with a modification key (see 
figure 2, elements 211, 216, 220 of Yoshiura et al.); 

A data generation processor operable to generate data identifying said 
information material (see column 3, lines 18-22 of Yoshiura et al.); 

A recording apparatus operable to record said adapted signals (see 
column 9, lines 48-50 of Yoshiura et al.); 

A data carrier used by the data processor to store watermarking data (see 
column 14, lines 55-61 of Yoshiura et al.). 
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Musgrave teaches a biometric watermark system wherein Musgrave 
discloses applying a perceptible watermark to the material (see column 4, lines 66-67; 
and column 5, lines 1-10 of Musgrave), in accordance with an invertible algorithm (see 
column 3, lines 50-60 of Musgrave), the perceptible watermark being applied to the 
material as part of a compression of the material (see column 3, lines 40-49 of 
Musgrave), the invertible algorithm providing a perceivable impairment to the material 
(see column 4, lines 66-67; and column 5, lines 1-10 of Musgrave). 

Milsted et al. disclose a method to package digital content for electronic 
distribution using the identity of the source content, wherein Milsted et al. disclose the 
modification key and the associated invertible algorithm (see column 24, lines 16-20 of 
Milsted et al.), and the material identifier (see abstract of Milsted et al.). 
Referring to claims 29 : 

Yoshiura et al., Musgrave and Milsted et al. teach the claimed subject 
matter: an apparatus for watermarking (see claim 20 above). Milsted et al. further 
disclose creating a unique material identifier (see abstract of Milsted et al.). 
Referring to claims 30 : 

Yoshiura et al., Musgrave and Milsted et al. teach the claimed subject 
matter: an apparatus for watermarkingjsee.vclaimr20 - above). Milsted et al.. further 
-;d.isclose*-4he. signal (see column 1 24? lines^3-27 of Wil'^§d=etfllT>f--^-? ! — ■ — ■-.■w-^^.. 



6. Claim 26 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yoshiura et al. (U.S. Patent No. 6,131,162) in view of Musgrave (U.S. Patent No. 
6,208,746 B1), and further in view of Milsted et al. (U.S. Patent No. 6,345,256 B1), and 
further in view of Finkeistein et al. (U.S. Patent No. 5,185,733). 



Referring to claim 26 : 
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i. Yoshiura et al., Musgrave and Milsted et al. teach the claimed 
subject matter: a apparatus for watermarking and transferring (see claim 20 above). 
However, they do not specifically mention that the recording medium including capacity 
for ancillary data, and the recording medium. 

ii. Finkeistein et al. disclose a system wherein the recording medium 
includes capacity for ancillary data (see column 7, lines 33-36 of Finkeistein et al.), and 
the linear recording medium (see column 1, lines 32-37 of Finkeistein et al.). 

iii. It would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teaching of Finkeistein et al. into the 
system of Yoshiura et al., Musgrave and Milsted et al. to use a recording medium with 
the capacity of ancillary data for the watermarked material, and use a linear recording 
medium. 

iv. The ordinary skilled person would have been motivated to have 
applied the teaching of Finseistein et al. into the system of Yoshiura et al., Musgrave 
and Milsted et al. to use the recording medium with the capacity for ancillary data, 
because it is well known in the recording art that the ancillary data for an area of interest 
used to enhance the analysis of the primary remotely sensed data (see phrase 'ancillary 

data' in AGI GIS dictionary). _ . ,^^ r : ■ ::r \ 

- — — - The ordinary -skilled^ person *^vvould have : been -motivated tar have 

applied the' teaching of Finseistein et al. into the system of Yoshiura et al., Musgrave 
and Milsted et al. to use a linear recoding meduim, because linear recording medium is 
popular and widely used in recording industry. 

7. Claims 27-28 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Yoshiura et al. (U.S. Patent No. 6,131,162) in view of Musgrave (U.S. Patent No. 
6,208,746 B1), and further in view of Milsted et al. (U.S. Patent No. 6,345,256 B1), and 
further in view of Gell (U.S. Patent No. 6,577,858). 



Referring to claims 27-28 : 
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i. Yoshiura et al. v Musgrave and Milsted et al. teach the claimed 
subject matter: an apparatus for watermarking (see claim 20 above). However, they do 
not specifically mention that the data carrier is a hand insert-able smart card. 

ii. Gell discloses a system wherein the system integrates all the 
functions of the customer accounting unit onto a hand insert-able smart card (see 
column 9, lines 66-67; and column 10, lines 1-4 of Gell). 

iii. It would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to combine the teaching of Gell into the system of 
Yoshiura et al., Musgrave and Milsted et al. to provide a hand insert-able smart card to 
store watermarking data. 

iv. The ordinary skilled person would have been motivated to have 
applied the teaching of Gell into the system of Yoshiura et al., Musgrave and Milsted et 
al. to provide a hand insert-able smart card to store watermarking data, because by 
storing watermarking data in a smart card, data storage becomes distributed. Also, this 
would provide convenience for the customer since the customer is more easily able to 
rely upon data which has been stored in the smart card (see column 3, lines 31-43 of 
Gell). 



Response to Arguments 

8. Applicant's arguments, filed on December 6, 2006, have been fully 
considered but they are not persuasive. 

Applicant argues: 

"Col. 9, lines 32-34 of Yoshiura only states "apparatus for extracting from the 
extracted mark..." "Extracting does not mean that the watermark is removed from the 
content." (see page 5, 3 rd paragraph, Applicant's Arguments/Remarks) 
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Examiner maintains: 

Yoshiura discloses "If the rule used by the purchaser system 200 to embed the 
digital signature into the content is known only to the provider and if the digital signature 
may be removed from the content according to that rule, the content from which the 
digital signature is removed may be used instead of the original content." (see column 
14, lines 20-25 of Yoshiura, emphasis added). 

Therefore, Yoshiura discloses removing the digital signature [i.e., watermark] 
from the content. 

Applicant argues: 

"In Yoshiura , the transaction server does not transfer data for creating the 
watermark" (see page 7, 1 st paragraph, Applicants Arguments/Remarks) 
Examiner maintains: 

The independent claims are rejected on 35 (JSC § 103, utlizaing references 
Yoshiura et al. (U.S. Patent No. 6,131,162) in view of Musgrave (U.S. Patent No. 
6,208,746 B1 ), and further in view of Milsted et al. (U.S. Patent No. 6,345,256 B1 ). 

Musgrave discloses transferring data for creating the watermark (see figure 1, 
element 24 'biometric data', and element 26 Encoder', of Musgrave). 
. r— . 7 Therefore, the-references- used in the ©ffiee 5 Action: disclose transferring data for - 
►creating the watermark. * * — ^ 

Applicant argues: 

"Furthermore, Yoshiura does not disclose creating a "material identifier."" (see 
page 7, 2 nd paragraph, Applicant's Arguments/Remarks) 
Examiner maintains: 

The independent claims are rejected on 35 USC § 103, utlizing references 
Yoshiura et al. (U.S. Patent No. 6,131,162) in view of Musgrave (U.S. Patent No. 
6,208,746 B1), and further in view of Milsted et al. (U.S. Patent No. 6,345,256 B1). 

Milsted discloses "A method to automatically retrieve data associated with 
content. An identifier is read that is stored on electronic readable medium storing 
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content. The identifier is used to search a database for data associated with the 
content" (see abstract, lines 1-4 of Milsted, emphasis added). 

Milsted further discloses "creating an identifier based on a data length of the 
content" (see claim 12 of Milsted). 

Therefore, the references disclose creating the material identifier. 

Applicant argues: 

"Furthermore, the outstanding Office Action alleges that the signature is 
transferred from the client (purchaser) to the server (content provider). However, this is 
not the case." (see page 7, 3 nd paragraph, Applicants Arguments/Remarks) 

Examiner maintains: 

Yoshiura discloses that "That is, in the sixth embodiment, the consumer terminal 
[i.e., the client] extracts the mark [i.e., digital signature] to be validated from the Web 
page, and sends the extracted mark and a validity check request to the mark 
management server [i.e., the server] .." (see column 32, lines 16-19; and column 24, 
lines 41-46, of Yoshiura, emphasis added). 

Therefore, Yoshiura discloses that the signature is transferred from the client to 
■ the server. \ . , — 



Conclusion 

9. Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Joseph Pan whose telephone number is 571- 
272-5987. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Kim Vu can be reached at 571-272-3859. The fax and phone 
numbers for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Any inquiry of a general nature or relating to the status of this application 
or proceeding should be directed to the receptionist whose telephone number is 571- 
272-2100. 



Joseph Pan 
June 18, 2007 



